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DETAILED ACTION 
Continued Examination Under 37 CFR LI 14 
A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 1 1/9/2005 has been entered. Claim 16 is 
amended. Claims 1-36 remain pending. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 1-36 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-32 of U.S. Patent No. 6,788,724 in view of 
Missey. 

'724 appears to clearly claim all of the elements described in the presently claimed 
invention, including tuning elements, driver, gain medium, reflectors, grid generator, 
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hermetically sealed housing, carbon drain, moisture trap, and inert atmosphere. It is not explicitly 
claimed that the tuning element is an etalon; however claim 22 recites "means for tuning" the 
laser. This invokes 35 U.S.C. 1 12 6th par., therefore one must look to the specification to 
understand the scope of the claims. The laser is tuned using an etalon 26, and therefore an etalon 
is claimed. 

There is not claimed the magnetic coupling and associated magnetic elements. This is 
taught by Missey with motivation as in the below 103 rejections. 

It is noted that the examiner understands that in a double patenting rejection one may not 
typically use the disclosure as prior art, only the claims. However, in the above patent, the use of 
means-plus-function limitations brings the structure of the specification, viz. the etalon, into the 
claims. Since the etalon structure is incorporated into the claims it may be used in the double 
patenting rejections. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 4-5, 8-10, 23-24, 27-28, and 3 1-32, and 35 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Zorabedian (US 6,108,355) in view of Missey. 
Independent claims: 
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Regarding claims 1, 23, and 35, Zorabedian discloses an optical apparatus comprising 
tuning etalon 162 positioned in a light beam, and a drive element 160 driving the tuning element 
so that it translates up and down relative to the beam. It is not disclosed that the drive element is 
magnetically coupled to the tuning element. Missey teaches that a magnetic actuation may be 
done to translate an element up and down relative to the beam. Col. 6 lines 12-14. It would have 
been obvious to one skilled in the art to use the magnetic actuation as an alternative means for 
translation of the tuning element, as taught by Missey. 

Regarding claims 8 and 31, the claims are combinations of the limitations of claims 1 and 
some of the dependent claims (i.e. claim 24), and thus are taught as shown above and below. 

Dependent claims: 

Regarding claim 4, and 27, Zorabedian discloses gain medium 102 emitting the beam. 
Regarding claims 5, 10, 18, 28 Zorabedian teaches reflector 122 positioned after the 
tuning element. 

Regarding claims 9 and 32 there is taught a drive element and magnetic elements as 
described below with respect to claim 24. 

Regarding claim 24, Missey 5 s translation system does teach a driver 26 for driving the 
translation. It is not explicitly taught in Missey that magnetic elements are coupled to the element 
to be translated as well as the driver, with the magnetic actuation being done via the magnetic 
elements. While Missey describes magnetic actuation very broadly, the specifics are not 
described. However these specifics would be inherent to the magnetic actuation. The magnetic 
elements would necessarily be located on the element to be translated, i.e. the tuning element, 
and on the driver, so that the translated tuning element may actually be translated magnetically. 
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There is included a driver to cause the translation, and the element that is actually translated. In 
order for there to be magnetically actuated translation, there must be an interaction between 
magnets. Since there is a driver for causing the translation, logically a magnetic element must be 
coupled to the driver. Since the etalon will be magnetically driven, then logically there must be a 
magnetic element coupled to the etalon. The etalon itself will not be magnetic, therefore the 
examiner sees no other explanation for the magnetic actuation to operate. This reasoning appears 
to be technically sound, and therefore appears to satisfy the reasoning required to show 
inherency. 

Regarding claim 34, the claim is a combination of limitations described above. 

Claims 2-3, 7, 12, 15-18, 22, 25-26, 30, 33-34, and 36 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Zorabedian and Missey as applied to the claims above, and 
further in view of Aikiyo (US 6,396,023). Zorabedian and Missey teach the limitations of the 
claims as in the above rejections, but do not disclose that the device should be hermetically 
sealed (and as in claims 15 and 22 that the hermetically sealed package contains an inert 
atmosphere). Aikiyo teaches that a laser device may be hermetically sealed in an inert 
atmosphere. Col. 2 line 42 - col. 3 line 3. It would have been obvious to one skilled in the art to 
include the laser in a hermetically sealed package with an inert atmosphere in order to maintain 
the cleanliness of the package so that organics will be prevented from adhering to the laser, as 
taught by Aikiyo. While Aikiyo does not specifically refer to external cavity lasers, Aikiyo 's 
teachings are applicable to all lasers, since one skilled in the art would want to avoid the 
degrading effects of organics regardless of the type of laser used. The teachings are also 
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applicable to the parts of a laser, such as the etalon, because such parts could also be affected by 
degradation due to moisture, organics, and the like. 

Claims 13-14 and 20-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Zorabedian, Missey, and Aikiyo as applied to the claims above, and further in view of 
Bartholomew et al. (US 5,696,785). The limitations of the parent claims are taught as above, but 
it is not disclosed that there is a carbon drain or moisture trap in the package. Bartholomew 
teaches a heremetically sealed laser system including a carbon drain (i.e. activated carbon, col. 2 
line 36) and a moisture trap (i.e. water immobilizer, col. 2 lines 24-25). It would have been 
obvious to one skilled in the art to include such elements so that water and organics that may 
degrade the laser may be removed, as taught by Bartholomew. 

Claims 6, 1 1 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Zorabedian and Missey as applied to the claims above, and further in view of Lunt (US 
6,215,802). Zorabedian and Missey teach the limitations of the above claims, but do not teach a 
grid generator located in the optical path within the cavity. Lunt teaches a grid etalon, i.e. a grid 
generator, that may be placed in a laser system (col. 1 line 41 - col. 2 line 20). It would have 
been obvious to one skilled in the art to use the grid generator of Lunt because this will 
accomplish the multiplexing and demultiplexing of signals in telecommunication devices and 
will meet the standards of the ITU, as taught by Lunt. 
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Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Zorabedian, 
Missey, and Aikiyo as applied to the above claims, and further in view of Lunt The limitations 
of the parent claims are taught as above, but there is not taught a grid generator located in the 
optical path within the cavity. Lunt teaches this with motivation as in the rejection of claims 6, 
1 1 and 29 above. 

Response to Arguments 
Applicant's arguments filed 1 1/9/2005 ("Response") have been fully considered but they 
are not wholly persuasive. 

• Double patenting rejection based on Hopkins 
Applicant first argues against the obviousness-type double patenting rejection based on 
Hopkins in view of Missey. Response at 8-9. Applicant argues that Hopkins does not claim a 
tuning etalon because the term "thin film interference means" does not invoke 35 U.S.C. 1 12, 
sixth paragraph. 

A claim limitation will be interpreted to invoke 35 U.S.C. 1 12, sixth paragraph, if: the 
claim limitations must use the phrase "means for;" the "means for" must be modified by 
functional language; and the phrase "means for" must not be modified by sufficient structure, 
material or acts for achieving the specified function. MPEP 2181. Here, the first two prongs are 
clearly met: the term includes "means ... for selecting a laser output wavelength." However, the 
examiner agrees that the "tapered thin film interference filter means" provides sufficient 
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structure for selecting the laser wavelength, therefore 1 12 sixth paragraph cannot be applied. The 
rejection is withdrawn. 

• Double patenting rejections based on Sell 

Applicant next argues against the obviousness-type double patenting rejection based on 
Sell in view of Missey. Response at 9-10. Applicant apparently does not disagree with the 
examiner's invocation of section 1 12 par. 6 in this rejection. Applicant merely disagrees that 
Missey teaches magnetic coupling and magnetic elements. This is not persuasive; Missey teaches 
these features as shown in the above rejections. To the extent applicable to Missey' s teachings, 
the examiner additionally incorporates by reference the response to arguments made in the prior 
response. See Office Action mailed 5/5/2005. 

• 35 U.S.C. 103 rejections 

Applicant next argues against the 35 U.S.C. 103 rejections. Applicant states the 
requirements for making a prima facie case of obviousness, then traverses the rejections. 
Response at 10. The examiner believes that a proper prima facie case has been made, and that the 
rejections speak for themselves. With applicant's lack of rebuttal arguments, nothing more must 
be said. To the extent applicable, the examiner additionally incorporates by reference the 
response to arguments made in the prior response. See Office Action mailed 5/5/2005. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James A. Menefee whose telephone number is (571) 272-1944. 
The examiner can normally be reached on M-F 8:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MinSun Harvey can be reached on (571) 272-1835. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




<fames Menefee 
November 15, 2005 



